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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 



- Extensions of time may be available under the provisions of 37 CFR 1.136(a). in no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 



3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) E3 Claim(s) 1-30 is/are pending in the application. 



Application Papers 

9)D The specification is objected to by the Examiner. 

10)^ The drawing(s) filed on 04 September 2003 is/are: a)S accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

1 2)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Status 



1)[3 Responsive to communication(s) filed on 04 September 2003 . 
2a)D This action is FINAL. 2b)S This action is non-final. 



4a) Of the above claim(s) is/are withdrawn from consideration. 



5)D Claim(s) is/are allowed. 



6) K Claim(s) 1.3.4.6-26 and 28 is/are rejected. 

7) |3 Claim(s) 2.5.27.29 and 30 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 
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3) H Information Disclosure Statement(s) (PTO-1 449 or PTO/SB/08) 



5) O Notice of Informal Patent Application (PTO-1 52) 
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U.S. Patent and Trademark Office 

PTOL-326 (Rev. 1-04) 
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Detailed Action 



Information Disclosure Statement 



The information disclosure statement (IDS) submitted on September 04, 2003 was filed 
before the first action on the merits. The submission is in compliance with the provisions of 37 
CFR 1.97. Accordingly, the information disclosure statement is being considered by the 
examiner. 



The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 2 1 (2) of such treaty in the English language. 



Claims 1, 8-1 1 are rejected under 35 U.S.C. 102(e) as being unpatentable by Mok et al. 
(U.S. Pat. No.6,791,171 , Patented 09/14/04, Filed 06/28/02). 

Mok shows, in figures 1-79 and corresponding text, in a method for preparing integrated 
circuit for thermal testing, with respect to claim #1, a method of preparing an integrated circuit 
(item 44, 100) (1C) for thermal testing, the method comprising (fig. #21; column 9, lines 66-67; 
column 10, lines 1-34; column 22, lines 54-67): designing a layout of the IC to include a 



Claim Rejections - 35 USC § 102 
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temperature generation device to be positioned within the IC, wherein the temperature generation 
device (item 144, 392) functions for a primary purpose of affecting a temperature at the IC 
(column 23, lines 19-28); and constructing the IC with the temperature generation device 
positioned within the IC (column 23, lines 19-28; column 33, lines 12-19). Pertaining to claim 
#8, Mok also shows a method further comprising the step of locating the IC within an IC wafer, 
(fig. #18; column 21, lines 16-24). Pertaining to claim #9, Mok shows, a method, further 
comprising the step of separating the IC from an IC wafer, creating an independent IC device 
(column 21, lines 34-39). Pertaining to claim #10, Mok shows, a method further comprising 
the step of positioning the IC on a circuit board (column 21, lines 9-15) that is populated with 
peripheral devices which would be present during actual operation of the IC (column 22, lines 
54-67). Pertaining to claim #11, Mok shows a method for thermally testing an integrated circuit 
(IC), the method comprising (fig. #21; column 9, lines 66-67; column 10, lines 1-34; column 
22, lines 54-67): operating a temperature generation (item 144, 392) device located within the IC 
for the primary purpose of affecting a temperature at the IC; and sensing the temperature at the 
IC (column 23, lines 19-28). 



Claim Rejections - 35 USC §103 



The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 



obviousness rejections set forth in this Office action: 



(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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Claims 3, 4, 6, 7, 12-26 and 28 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over by Mok et al. (U.S. Pat. No.6,791,171 , Patented 09/14/04, Filed 06/28/02), as applied to 
claims 1, 8-1 1 above, in view of Gold et al. (U.S. Pub. No.2003/0 158697, Pub Date 08/21/03, 
Filed 02/19/02). 

Mok substantially shows, in figures 1-79, a method for preparing an integrated circuit 
for thermal testing, as shown in the claims listed above. 

Mok shows, pertaining to claim #6, a method further comprising the step of providing a 
temperature controller coupled to the temperature generation device and the temperature sensor 
(column 23, lines 19-28). Pertaining to claim #14, Mok shows a method further comprising the 
steps of: initializing a test of the IC, including presetting a target temperature to be maintained at 
the IC (column 23, lines 19-28); enabling and regulating the temperature generation device until 
the temperature at the IC reaches the target temperature; initializing a functional test for the IC; 
and offsetting changes in the temperature at the IC with a change in regulation of the temperature 
generation device to achieve the target temperature during the functional test to the IC (column 
23, lines 19-28). Pertaining to claim #18, Mok shows a method for thermally assisted testing of 
an integrated circuit (IC), the method comprising (column 9, lines 66-67; column 10, lines 1- 
34): (a) setting a target temperature to be generated by a temperature generation device located 
within the IC (column 33, lines 12-19); (b) operating the temperature generation device to 
generate the target temperature (column 23, lines 19-28). Pertaining to claim #20, Mok shows a 
method according to claim 19, comprising the more specific step of using the temperature 
controller to adjust the target temperature depending on the temperature associated with the IC, 
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and to instruct the temperature generation device to generate the target temperature (column 23, 
lines 19-28). Pertaining to claim #21, Mok shows a method according to claim 18, further 
comprising the step of initializing a functional test of the IC (column 15, lines 29-44). 
Pertaining to claim #24, Mok shows a system for thermally assisted testing of an integrated 
circuit (IC) (column 23, lines 19-28), comprising: a temperature generation device located 
within the IC and configured for a primary purpose of affecting a temperature at the IC; and a 
temperature controller coupled to the temperature generation device (column 33, lines 12-19). 

Mok fails to show, with respect to claim #6, a temperature sensor. Mok fails to show, 
with respect to claim #14, enabling the temperature sensor. Mok fails to show, with respect to 
claim #18, (c) operating the IC; (d) sensing a temperature associated with the IC; and (e) 
adjusting the target temperature of the temperature generation device relative to the temperature 
associated with the IC. Mok fails to show, with respect to claim #24, a temperature sensor 
located within close proximity to the IC and to the temperature sensor. 

Gold teaches, in a similar method, a technique for preparing an integrated circuit for 
thermal testing. 

Gold teaches, pertaining to claim #3 9 a method, further comprising the step of 
positioning a temperature sensor within close proximity to the IC (pg; #1, paragraph 0005). 
Pertaining to Claim #4, Gold also teaches, a method, comprising the more specific step of 
positioning the temperature sensor within the IC (pg; #1, paragraph 0005). Pertaining to claim 
#6 Gold shows a method comprising a temperature sensor (pg; #1, paragraph 0007). 
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Pertaining to claim #7, Gold shows a method comprising the more specific step of positioning 
the temperature controller within the IC (pg; #2, paragraph 0024). Pertaining to claim #12, 
Gold shows a method, including the more specific step of sensing the temperature at the IC using 
a temperature sensor located within close proximity to the IC (pg; #1, paragraph 0005). 
Pertaining to claim #13, Gold shows method including the more specific step of sensing the 
temperature at the IC using a temperature sensor located within the IC (pg; #1, paragraph 
0005). Pertaining to claim #14, Gold shows enabling the temperature sensor (pg; #1, 
paragraph 0007). Pertaining to claim #15, Gold shows a method further comprising the step of 
applying the temperature sensor to communicate in real-time with an integrally formed power 
management unit used with the IC for a primary purpose of adjusting voltage levels (pg; #1, 
paragraph 0005; pg; #4, paragraph 0036) and frequency of the IC (pg. 3&4, paragraph 0031, 
paragraph 0036). Pertaining to claim #16, Gold shows a method further comprising the step of 
communicating the temperature at the IC to a temperature controller (pg; #1, paragraph 0005). 
Pertaining to claim #1 7, Gold shows a method further comprising the step of predefining a 
maximum allowable temperature for the IC (pg; #1, paragraph 0007). Pertaining to claim #18, 
Gold shows a method, (c) operating the IC (pg; #2, paragraph 0021); (d) sensing a temperature 
associated with the IC (pg; #1, paragraph 0005 and 0007); and (e) adjusting the target 
temperature of the temperature generation device relative to the temperature associated with the 
IC (pg; #1, paragraph 0005, 0007). Pertaining to claim #19, Gold shows a method, further 
comprising the step of communicating the temperature associated with the IC to a temperature 
controller (pg; #1, paragraph 0005). Pertaining to claim #22, Gold shows a method, further 
comprising the step of configuring the temperature controller to maintain the temperature 
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associated with the IC at a substantially constant temperature by offsetting changes in the 
temperature associated with the IC and any peripheral devices with a change in the target 
temperature to be generated by the temperature generation device (pg; #1&3, paragraph 0024, 
paragraph 0025). Pertaining to claim #23, Gold shows a method, comprising the more specific 
step of sensing a temperature associated with the IC, using a temperature sensor located within 
the IC (pg; #1, paragraph 0005). Pertaining to claim #24, Gold shows a temperature sensor 
located within close proximity to the IC and to the temperature sensor (pg; #1, paragraph 
0005). Pertaining to claim #25, Gold shows a system, wherein the device is also comprised of a 
power management unit electronically coupled to the temperature sensor and configured for 
adjusting voltage levels and frequency of the IC (pg; #1, paragraph 0005; pg; #4, paragraph 
0036), wherein the power management unit communicates in real-time with the temperature 
sensor (pg; #3&4, paragraph 0031, paragraph 0036). Pertaining to claim #26, Gold shows a 
system, wherein the temperature sensor is installed within the IC (pg; #2, paragraph 0024). 
Pertaining to claim #28, Gold shows a system, wherein the temperature controller is installed 
within the IC (pg; #2, paragraph 0024). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made, with respect to claim #3, 4, 6, 7, 12, 13, 14, 23, 24, 26, and 28, to include a 
temperature sensor either within or in close proximity to the IC, into the method of Mok, as 
taught by Gold, with the motivation that placing the sensor close or within the IC would produce 
the most reliable results to be used for control. 
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It would have been obvious to one having ordinary skill in the art at the time the 
invention was made, with respect to claim #16 and 19, to include the step of communicating the 
temperature at the IC to a temperature controller, into the method of Mok, as taught by Gold, 
with the motivation that the communication of the existing temperature to a controller would 
allow the fastest feed back information for controlling the temperature. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made, with respect to claim #15 and 25, to include wherein the device is also 
comprised of a power management unit electronically coupled to the temperature sensor and 
configured for adjusting voltage levels and frequency of the IC, into the method of Mok, as 
taught by Gold, with the motivation that by allowing the device to control the voltage levels and 
frequency of the IC, a better control of the over all temperature of the IC can be obtaining. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made, with respect to claim #18, to include (c) operating the IC (d) sensing a 
temperature associated with the IC; and (e) adjusting the target temperature of the temperature 
generation device relative to the temperature associated with the IC, into the method of Mok, as 
taught by Gold, with the motivation that this allows the controller to observe the IC and control 
the environment of the operation. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made, with respect to claim #22, to include the step of configuring the 
temperature controller to maintain the temperature associated with the IC at a substantially 
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constant temperature by offsetting changes in the temperature associated with the IC and any 
peripheral devices with a change in the target temperature to be generated by the temperature 
generation device, into the method of Mok, as taught by Gold, with the motivation that by 
allowing the controller and the temperature generation device to work together produces an 
advantage to controlling the over all environment of the IC. 

Allowable Subject Matter 

Claim #2, 5, 27, 29 and 30 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 

Claim #2 allowable subject matter, pending further search. 

S Providing user with instructions to operate the temperature generation device 
Claim #5 allowable subject matter, pending further search. 

^ Multiple temperature generation devices. 

Claim #27 allowable subject matter, pending further search. 

S Multiple temperature generation devices. 

Claim$#29 allowable subject matter, pending further search. 
A 

S Initializing a functional test for the IC. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Andre' Stevenson whose telephone number is (571) 272 1683. 
The examiner can normally be reached on Monday through Friday from 7:30 am to 4:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael S. Lebentritt, can be reached on (571) 272 1873. The fax phone number for 
the organization where this application or proceeding is assigned is (703) 308 7724. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308 0956. Also, the 
proceeding numbers can be used to fax information through the Right Fax system; 



(703) 872-9306 



Andre' Stevenson 
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PRIMARY PATENT EXAMINER 



TC 2800, AO 2812 



